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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- tf the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even If timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)[3 Responsive to communication(s) i\\ed on 26 March 2004 . 
2a)n This action is FINAL. 2b)|3 This action is non-final, 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed In accordance with the practice under £x parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) M Claim(s) 1-17 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration, 

5) 0 Claim(s) is/are allowed. 

6) |E Claim(s) 1-17 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)13 The drawing(s) filed on 26 March 2004 is/are: b)M accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or fonri PTO-152. 

Priority under 35 U.S.C. § 119 

12)13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)l3 All b)n Some * 0)0 None of: 

1 .□ Certified copies of the priority documents have been received. 

2. H Certified copies of the priority documents have been received in Application No. 09/813.883 . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Information Disclosure Statement 

1. As set forth in MPEP § 609: 

37 CFR 1.98(b) requires that each item of information in an IDS be 
identified properly. U.S. patents must be identified by the inventor, patent number, 
and issue date. U.S. patent application publications must be identified by the 
applicant, patent application publication number, and publication date. U.S. 
applications must be identified by the inventor, the eight digit application number 
(the two digit series code and the six digit serial number), and the filing date. If a U.S. 
application being listed in an IDS has been issued as a patent, the applicant should 
list the patent in the IDS instead of the application. Each foreign patent or published 
foreign patent application must be identified by the country or patent office which 
issued the patent or published the application, an appropriate document number, and 
the publication date indicated on the patent or published application. Each 
publication must be identified by publisher, author (if any), title, relevant pages of the 
publication, date and place of publication. The date of publication supplied must 
include at least the month and year of publication, except that the year of publication 
(without the month) will be accepted if the applicant points out in the information 
disclosure statement that the year of publication is sufficiently earlier than the 
effective U.S. filing date and any foreign priority date so that the particular month of 
publication is not in issue. The place of publication refers to the name of the journal, 
magazine, or other publication in which the information being submitted was 
published. 

The inadequacy of the listing of the two publications was pointed out in the Office action 
mailed August 26, 2003 in the parent application. The inability of applicant's representative to 
discern which listings constitute a duplication within the same listing has been addressed by denying 
evidence of consideration for the second listing. 

2. The examiner has considered information considered by the Office in a parent application 
when examining this continuing application, and the application file reflects that fact. A list of the 
information need not be submitted in the continuing application unless applicant desires the 
information to be printed on the patent. MPEP § 609. 
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Claim Objections 

3. Claims 13 and 14 are objected to because of the following informalities: "def fined" (line 1). 
Appropriate correction is required. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained thougji the invention is not identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject matter sou^t to be patented and the prior art are such that the 
subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

5. Claims 1-11 are rejected under 35 U.S.C. 103(a) as being unpatentable over Imai 
(EP0898421A2) in view of Fallone etal (US005686733A) and Brauers etaL (US005729021A). 

Imai is available to the Examiner under 35 U.S.C. 102(b) in view of the publication date (43) 
of February 24, 1999 more than 12 months prior to any priority date available for this application. 

With respect to independent claim 1, Imai discloses an image recording medium having the 
six recited layers (since first electrode layer 5 comprises a glass plate which serves as support and is 
permeable to the reading electromagnetic wave, column 17, lines 30-33, and since the combination 
of recording photoconductive layer 2 and charge transport layer 3 serves as a charge accumulating 
portion. Fig. 3D). At least one of the photoconductive layers 2, 4 is formed of a material containing 
amorphous selenium as a major component, column 17, line 35, and column 18, line 6. Imai does 
not identify any doping. Fallone et al, discloses that an image recording medium with a 
photoreceptor layer of amorphous selenium is preferably doped with arsenic and chlorine (column 
8, lines 64-65). Brauers etal discloses that arsenic doping counteracts recrystallization of a layer of 
amorphous selenium in an image sensor (column 6, lines 35-36). Accordingly, it would have been 
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obvious to one of ordinary skill in the art at the time the invention was made to modify the image 
recording medium of Imai to dope the amorphous selenium layers therein as su^ested by Fallone et 
al especially in view of the advantageous counteraction of recrystallization identified by Brauers etaL 
for such doping. 

With respect to dependent claim 2, the doping suggested by Brauers et aL for counteracting 
recrystallization is the recited element. 

With respect to dependent claim 3, Fallone etal makes explicit that the level of doping with 
arsenic is a choice within the ordinary skill in the art (column 8, line 67 to column 9, line 1). Brauers 
etal discloses a range of doping with arsenic (column 6, lines 35-36) that encompasses the claimed 
range with sufficient specificity to establish obviousness. Accordingly, it would have been obvious to 
one of ordinary skill in the art at the time the invention was made to modify the image recording 
medium of Imai to dope the amorphous selenium layers therein as suggested by Fallone etal in an 
amount within the range identified by Brauers etal for such doping in view of the effective 
performance in counteracting recrystallization. 

With respect to dependent claim 4, as already established, Fallone etal identifies doping a 
layer of amorphous selenium in an image recording medium with chlorine as routine and preferable 
(column 8, lines 64-65). Accordingly, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to modify the image recording medium of Imai to dope the 
amorphous selenium layers therein as su^ested by Fallone etal with chlorine. 

With respect to dependent claim 5, Fallone etal makes explicit that the level of doping with 
chlorine is a choice within the ordinary skill in the art (column 8, line 67 to column 9, line 1). 
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With respect to dependent claims 6 and 7, the thickness of the recording photoconductive 
layer 2 in the image recording medium of Imai is in a range (see claim 3) which encompasses the 
recited ranges with sufficient specificity to establish obviousness. 

With respect to independent claim 8, Imai discloses an image recording medium having the 
six recited layers (since first electrode layer 5 comprises a glass plate which serves as support and is 
permeable to the reading electromagnetic wave, column 17, lines 30-33, also note "charge transport 
layer" 3). The charge transfer layer 3 is formed of a material containing amorphous selenium as a 
major component, column 17, lines 45-51 doped with chlorine. Fallone etaL discloses that an image 
recording medium with a photoreceptor layer of amorphous selenium is preferably doped with 
arsenic and with chlorine (column 8, lines 64-65). Brauers etaL discloses that arsenic doping 
counteracts recrystallization of a layer of amorphous selenium in an image sensor (column 6, lines 
35-36). Accordingly, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the image recording medium of Imai to dope the amorphous 
selenium charge transfer layer therein as suggested by Fallone et aL especially in view of the 
advantageous counteraction of recrystallization identified by Brauers et aL for such doping. 

With respect to dependent claim 9, see the explanation of the rejections against claims 2 
through 5 above. 

With respect to dependent claims 10 and 11, see the explanation of the rejection against 
claims 6 and 7 above. 

6. Claims 12-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over Imai 
(EP0898421A2) in view of Fallone etaL (US005686733A) and Brauers etaL (US005729021A) and 
Urabe (US004990420A). 
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With respect to independent claim 12, the image recording medium recited is made obvious 
by the combination of Imai, Fallone elal, and Brauers et ai, see the explanation of the rejection 
against claims 1 through 7, notwithstanding the lack of requirement for amorphous selenium 
particularly. Urabe discloses that "resistance heating deposition" (column 5, lines 6-7) is a known 
method of forming a recording photoreceptor layer of an alloy material containing therein selenium 
as a major component, even one doped with arsenic in the claimed range and one doped with 
chlorine in the claimed range (column 5, lines 63-65). In view of the disclosed suitability of the 
resistance heating deposition su^ested by Urabe to form a layer as required by the combination of 
Imai, Fallone ei al, and Brauers et al, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to modify any method of manufacturing disclosed by these 
references to specify the use of resistance heating deposition, especially since Imai does not identify 
any particular method of manufacturing. 

With respect to dependent claims 13 and 14, see the explanation of the rejection against 
claims 6 and 7 above. 

With respect to independent claim 15, the image recording medium recited is made obvious 
by the combination of Imai, Fallone etal, and Brauers etaL, see the explanation of the rejection 
against claims 8 and 9, notwithstanding the lack of requirement for amorphous selenium particularly. 
Urabe discloses that "resistance heating deposition" (column 5, lines 6-7) is a known method of 
forming a recording photoreceptor layer of an alloy material containing therein selenium as a major 
component, even one doped with arsenic in the claimed range and one doped with chlorine in the 
claimed range (column 5, lines 63-65). In view of the disclosed suitability of the resistance heating 
deposition suggested by Urabe to form a layer as required by the combination of Imai, Fallone etal^ 
and Brauers etaL, it would have been obvious to one of ordinary skill in the art at the time the 
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invention was made to modify any method of manufacturing disclosed by these references to specify 
the use of resistance heating deposition, especially since Imai does not identify any particular 
method of manufacturing. 

With respect to dependent claims 16 and 17, see the explanation of the rejection against 
claims 10 and 11 above. 
Response to Submission(s) 

7. The amendment filed July 31, 2003 as part of the transmittal papers does not comply with 37 
CFR 1.121 and has not been entered. 

8. The amendment filed March 26, 2004 as substitute papers has been entered. 

9. The parent application was published as US2001/0025933A1 on October 4, 2001. 
Conclusion 

10. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Constantine Hannaher whose telephone number is (571) 272-2437. The 
examiner can normally be reached on Monday- Friday with flexible hours. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
David P. Porta can be reached on (571) 272-2444. The fax phone number for the organization 
where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications may 
be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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